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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 1/4/08 have been fully considered but they are not 
persuasive. 

Applicant argues that Ernest and Rummler fail to teach the limitation "wherein the 
catalyst foam filter includes a side edge and a rear face and wherein the wall flow filter 
surrounds at least a portion of the edge". 

However, Ernest and Rummler are not relied upon for this limitation. Wang is 
relied upon for the teaching of this limitation. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

Applicant argues that although Galloway discloses a type of separator, Galloway 
is not directed toward a catalyzed foam filter. 

However, Galloway teaches a filter system using a separator. The motivation for 
the separator in Galloway is to provide maximum surface area for the catalyst. One of 
ordinary skill in the art would recognize that the separator system of Galloway could be 
readily used in a foam filter of the claimed invention instead of the porous metal catalyst 
of Galloway and that providing maximum surface contact is applicable to the foam filter 
of the present invention. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 22, 23, 26, 27, 29-31, 34-36, 45, 46 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Ernest et al. (U.S. 4426320) in view of Wang (5707593). 

Ernest teach an exhaust gas treatment system (col. 1) comprising passing 
exhaust through to coarse foam filter which can be catalyzed (instant ceramic foam 
filter, col. 2, 3) and then through a fine filter (instant wall flow filter, col. 1 , 2). 

It appears the teaching in Ernest meet the limitation of the fine wall filter 
surrounding a portion of the catalyzed foam filter in that the coarse foam filter is 
upstream and the fine filter is downstream such that the fine filter surrounds the rear 
portion of the catalyzed foam filter. 
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It appears that Ernest teach the limitations of claim 23 as the exhaust stream is 
passed to a foam filter, such that the gas has to be passed through a canal (conduit) 
having an inner surface and a cavity. 

It appears that the teaching in Ernest meet the limitation wherein the porous wall 
is spaced a distance from the rear face of the catalyzed foam filter in that the fine filter is 
located downstream from the catalyzed foam filter. 

Ernest fail to teach that an additional filter surrounds a portion of the side edge. 

Wang teaches an apparatus for filtering diesel engine exhaust (col. 1) wherein a 
porous ceramic foam filter is surrounded by another filter for the purpose of providing 
sites for filtering and deposition of soot particles (col. 4). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide a porous ceramic foam filter is 
surrounded by another filter on a portion of a side edge in Ernest in order to provide 
sites for filtering and deposition of soot particles as taught by Wang. 

Regarding claim 27, Ernest fails to teach wherein the wall flow filter is a single 
cell wall flow filter. 

Ernest teach that the cell sizes of each filter are selected to optimize particulate 
trapping so that pressure drop is minimized while good trapping efficiency is maintained. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to optimize the cell size of the filter, since it has been held that 
discovering an optimum value or a result effective variable involved only routine skill in 
the art. In re Boesch, 617 F.2 nd 272, 205 USPQ 215 (CCPA 1980). The artisan would 
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have been motivated to optimize the cell size of the filter by the reasoned explanation 
that the thickness of the wall filter can be reduced to an optimum size so as to minimize 
the pressure drop while maintaining good trapping efficiency as taught by Ernest. 

Claims 22, 23, 26, 29-31, 34-36, 45, 46 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Rummler et al. (U.S. 5853579) in view of Wang (5707593). 

Rummler teach a filter system (col. 1) comprising passing exhaust through to 
coarse foam filter which can be catalyzed (instant ceramic foam filter, col. 31 , fig. 24A) 
and then through a fine filter (instant wall flow filter, col. 31 , fig. 24A). 

It appears the teaching in Rummler meet the limitation of the fine wall filter 
surrounding a portion of a catalyzed foam filter in that the coarse foam filter is upstream 
and the fine filter is downstream such that the fine filter surrounds the rear portion of the 
catalyzed foam filter. 

It appears that Rummler teach the limitations of claim 23 as the exhaust stream 
is passed to a foam filter, such that the gas has to be passed through a canal (conduit) 
having an inner surface and a cavity. 

It appears that the teaching in Rummler meet the limitation wherein the porous 
wall is spaced a distance from the rear face of the catalyzed foam filter in that the fine 
filter is located downstream from the catalyzed foam filter. 

Rummler fail to teach an additional filter surrounds a portion of the side edge. 
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Wang teaches an apparatus for filtering diesel engine exhaust (col. 1) wherein a 
porous ceramic foam filter is surrounded by another filter for the purpose of providing 
sites for filtering and deposition of soot particles (col. 4). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide a porous ceramic foam filter is 
surrounded by another filter on a portion of a side edge in Rummler in order to provide 
sites for filtering and deposition of soot particles as taught by Wang. 

Claims 24, 28, 32, 37-44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over either Ernest et al. (U.S. 4426320) in view of Wang (5707593) and 
Galloway (U.S. 5582800). 

Ernest teach an exhaust gas treatment system (col. 1) comprising passing 
exhaust through to coarse foam filter which can be catalyzed (instant ceramic foam 
filter, col. 2, 3) and then through a fine filter (instant wall flow filter, col. 1 , 2). 

It appears the teaching in Ernest meet the limitation of the fine wall filter 
surrounding a portion of the catalyzed foam filter in that the coarse foam filter is 
upstream and the fine filter is downstream such that the fine filter surrounds the rear 
portion of the catalyzed foam filter. 

It appears that Ernest teach the limitations of claim 23 as the exhaust stream is 
passed to a foam filter, such that the gas has to be passed through a canal (conduit) 
having an inner surface and a cavity. 
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It appears that the teaching in Ernest meet the limitation wherein the porous wall 
is spaced a distance from the rear face of the catalyzed foam filter in that the fine filter is 
located downstream from the catalyzed foam filter. 

Ernest fail to teach a separator having an opening therethrough wherein the 
combination is supported by the separator so that the opening exposes the front face of 
the catalyzed filter and that the wall flow filter surrounds a portion of the side edge. 

Ernest fail to teach that an additional filter surrounds a portion of the side edge. 

Wang teaches an apparatus for filtering diesel engine exhaust (col. 1) wherein a 
porous ceramic foam filter is surrounded by another filter for the purpose of providing 
sites for filtering and deposition of soot particles (col. 4). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide a porous ceramic foam filter is 
surrounded by another filter on a portion of a side edge in Ernest in order to provide 
sites for filtering and deposition of soot particles as taught by Wang. 

Galloway teaches a filter apparatus (col. 1) wherein a fine filter surrounds both 
sides of coarse filter and the rear of the coarse filter (fig. 1, # 14; fig. 2, # 14,16,18,19). 
Galloway also teaches a separator that has an opening and wherein the combination is 
supported by the separator (fig. 1 , #13; fig. 2, # 16; fig 3, # 43). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide a fine filter surrounding both sides of 
coarse filter and the rear of the coarse filter and a separator that has an opening and 
wherein the combination is supported by the separator in Ernest because such a 
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structure is known in the art and that such a filter apparatus allows for maximum surface 
contact with the exhaust gas as taught by Galloway. 

Regarding claims 43 and 44, Ernest fail to teach a plurality of filters. However, it 
would have been obvious to provide a duplication of filters for a multiple effect in the 
absence of unexpected results. In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 
1960) 

Claims 24, 28, 32, 37-44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over either Rummler et al. (U.S. 5853579) in view of Wang (5707593) and 
Galloway (U.S. 5582800). 

Rummler teach a filter system (col. 1) comprising passing exhaust through to 
coarse foam filter which can be catalyzed (instant ceramic foam filter, col. 31 , fig. 24A) 
and then through a fine filter (instant wall flow filter, col. 31 , fig. 24A). 

It appears the teaching in Rummler meet the limitation of the fine wall filter 
surrounding a portion of a catalyzed foam filter in that the coarse foam filter is upstream 
and the fine filter is downstream such that the fine filter surrounds the rear portion of the 
catalyzed foam filter. 

It appears that Rummler teach the limitations of claim 23 as the exhaust stream 
is passed to a foam filter, such that the gas has to be passed through a canal (conduit) 
having an inner surface and a cavity. 
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It appears that the teaching in Rummler meet the limitation wherein the porous 
wall is spaced a distance from the rear face of the catalyzed foam filter in that the fine 
filter is located downstream from the catalyzed foam filter. 

Rummler fail to teach an additional filter surrounds a portion of the side edge. 

Wang teaches an apparatus for filtering diesel engine exhaust (col. 1) wherein a 
porous ceramic foam filter is surrounded by another filter for the purpose of providing 
sites for filtering and deposition of soot particles (col. 4). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide a porous ceramic foam filter is 
surrounded by another filter on a portion of a side edge in Rummler in order to provide 
sites for filtering and deposition of soot particles as taught by Wang. 

Rummler fail to teach a separator having an opening therethrough wherein the 
combination is supported by the separator so that the opening exposes the front face of 
the catalyzed filter, and that the wall flow filter surrounds a portion of the side edge. 

Galloway teaches a filter apparatus (col. 1) wherein a fine filter surrounds both 
sides of coarse filter and the rear of the coarse filter (fig. 1, # 14; fig. 2, # 14,16,18,19). 
Galloway also teaches a separator that has an opening and wherein the combination is 
supported by the separator (fig. 1 , #13; fig. 2, # 16; fig 3, # 43). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide a fine filter surrounding both sides of 
coarse filter and the rear of the coarse filter and a separator that has an opening and 
wherein the combination is supported by the separator in Rummler because such a 
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structure is known in the art and that such a filter apparatus allows for maximum surface 
contact with the exhaust gas as taught by Galloway. 

Regarding claims 43 and 44, Rummler fail to teach a plurality of filters. However, 
it would have been obvious to provide a duplication of filters for a multiple effect in the 
absence of unexpected results. In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 
1960) 

Claims 43 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rummler et al. (U.S. 5853579) in view of Wang (5707593) and Galloway (U.S. 
5582800) and either one of Miller et al. (3319793) or Nagaoka (6488842). 

Rummler teach a filter system (col. 1) comprising passing exhaust through to 
coarse foam filter which can be catalyzed (instant ceramic foam filter, col. 31 , fig. 24A) 
and then through a fine filter (instant wall flow filter, col. 31 , fig. 24A). 

It appears the teaching in Rummler meet the limitation of the fine wall filter 
surrounding a portion of a catalyzed foam filter in that the coarse foam filter is upstream 
and the fine filter is downstream such that the fine filter surrounds the rear portion of the 
catalyzed foam filter. 

It appears that Rummler teach the limitations of claim 23 as the exhaust stream 
is passed to a foam filter, such that the gas has to be passed through a canal (conduit) 
having an inner surface and a cavity. 
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It appears that the teaching in Rummler meet the limitation wherein the porous 
wall is spaced a distance from the rear face of the catalyzed foam filter in that the fine 
filter is located downstream from the catalyzed foam filter. 

Rummler fail to teach an additional filter surrounds a portion of the side edge. 

Wang teaches an apparatus for filtering diesel engine exhaust (col. 1) wherein a 
porous ceramic foam filter is surrounded by another filter for the purpose of providing 
sites for filtering and deposition of soot particles (col. 4). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide a porous ceramic foam filter is 
surrounded by another filter on a portion of a side edge in Rummler in order to provide 
sites for filtering and deposition of soot particles as taught by Wang. 

Rummler fail to teach a separator having an opening therethrough wherein the 
combination is supported by the separator so that the opening exposes the front face of 
the catalyzed filter, and that the wall flow filter surrounds a portion of the side edge. 

Galloway teaches a filter apparatus (col. 1) wherein a fine filter surrounds both 
sides of coarse filter and the rear of the coarse filter (fig. 1, # 14; fig. 2, # 14,16,18,19). 
Galloway also teaches a separator that has an opening and wherein the combination is 
supported by the separator (fig. 1 , #13; fig. 2, # 16; fig 3, # 43). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide a fine filter surrounding both sides of 
coarse filter and the rear of the coarse filter and a separator that has an opening and 
wherein the combination is supported by the separator in Ernest or Rummler because 
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such a structure is known in the art and that such a filter apparatus allows for maximum 
surface contact with the exhaust gas as taught by Galloway. 
Rummler fail to teach a plurality of filters. 

Miller teach a filter system (col. 1 ) wherein it is known to provide multiple filters in 
a housing in the filtering art (col. 1-2). 

Nagaoka teach a filter system (col. 1) wherein multiple filters are disposed in a 
housing (fig. 1, #2, 7). 

Galloway additionally teaches that multiple filters are disposed in an assembly for 
the purpose of removing toxins from exhaust gas (fig. 1, #14; col. 5). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide multiple filters disposed in a housing in 
Rummler because it is well known in the art to provide multiple filters for multiple effect 
and efficiency as taught by Miller, Nagaoka, and Galloway. 

Claims 43 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ernest et al. (U.S. 4426320) in view of Wang (5707593) and Galloway (U.S. 
5582800) and either one of Miller et al. (3319793) or Nagaoka (6488842). 

Ernest teach an exhaust gas treatment system (col. 1) comprising passing 
exhaust through to coarse foam filter which can be catalyzed (instant ceramic foam 
filter, col. 2, 3) and then through a fine filter (instant wall flow filter, col. 1 , 2). 

It appears the teaching in Ernest meet the limitation of the fine wall filter 
surrounding a portion of the catalyzed foam filter in that the coarse foam filter is 
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upstream and the fine filter is downstream such that the fine filter surrounds the rear 
portion of the catalyzed foam filter. 

It appears that Ernest teach the limitations of claim 23 as the exhaust stream is 
passed to a foam filter, such that the gas has to be passed through a canal (conduit) 
having an inner surface and a cavity. 

It appears that the teaching in Ernest meet the limitation wherein the porous wall 
is spaced a distance from the rear face of the catalyzed foam filter in that the fine filter is 
located downstream from the catalyzed foam filter. 

Ernest fail to teach that an additional filter surrounds a portion of the side edge. 

Wang teaches an apparatus for filtering diesel engine exhaust (col. 1) wherein a 
porous ceramic foam filter is surrounded by another filter for the purpose of providing 
sites for filtering and deposition of soot particles (col. 4). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide a porous ceramic foam filter is 
surrounded by another filter on a portion of a side edge in Ernest in order to provide 
sites for filtering and deposition of soot particles as taught by Wang. 

Ernest fail to teach a separator having an opening therethrough wherein the 
combination is supported by the separator so that the opening exposes the front face of 
the catalyzed filter, and that the wall flow filter surrounds a portion of the side edge. 

Galloway teaches a filter apparatus (col. 1) wherein a fine filter surrounds both 
sides of coarse filter and the rear of the coarse filter (fig. 1, # 14; fig. 2, # 14,16,18,19). 
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Galloway also teaches a separator that has an opening and wherein the combination is 
supported by the separator (fig. 1 , #13; fig. 2, # 16; fig 3, # 43). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide a fine filter surrounding both sides of 
coarse filter and the rear of the coarse filter and a separator that has an opening and 
wherein the combination is supported by the separator in Ernest because such a 
structure is known in the art and that such a filter apparatus allows for maximum surface 
contact with the exhaust gas as taught by Galloway. 

Ernest fail to teach a plurality of filters. 

Miller teach a filter system (col. 1 ) wherein it is known to provide multiple filters in 
a housing in the filtering art (col. 1-2). 

Nagaoka teach a filter system (col. 1) wherein multiple filters are disposed in a 
housing (fig. 1, # 2, 7). 

Galloway additionally teaches that multiple filters are disposed in an assembly for 
the purpose of removing toxins from exhaust gas (fig. 1, #14; col. 5). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to provide multiple filters disposed in a housing in 
Ernest because it is well known in the art to provide multiple filters for multiple effect and 
efficiency as taught by Miller, Nagaoka and Galloway. 



Conclusion 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAUL A. WARTALOWICZ whose telephone number is 
(571)272-5957. The examiner can normally be reached on 8:30-6 M-Th and 8:30-5 on 
Alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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